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Art Unit: 3662 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed 
in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), and 
(4) of section 371(c) of this title before the invention thereof by the applicant for patent. 

2. Claims 1 46-1 48, 1 52-1 57, 1 61-1 66, 1 70-1 74, 1 78 and 1 79 are rejected under 35 
U.S.C. 102(e) as being anticipated by Fraccaroli. 

Fraccaroli discloses a method and system for providing location-sensitive services in 
conjunction with wireless communications network ("Field of the Invention"). The system includes 
a plurality of mobile radio handsets 102, a server 106 and a matching engine 107. The mobile 
devices provide positional information to the server via network-based positioning, mobile-based 
positioning or hybrid positioning. Each mobile device also includes a matching profile to be 
associated with each User ID. The matching profile (the characteristics of the service subscribers, 
such as, of people whose proximity he wants to be made aware of and put in contact with if close 
enough) and requests for matches (interests and characteristics of people whose proximity will 
trigger the request for communication) are created and stored for each user. (col. 8) A user's 
interaction with their respective profile and related information is supported by their handset. The 
matching parameters 204 allows a user to specify the constraints for stating when matching should 
be attempted and typically include specification of the location area size and time (col. 9). The 
matching process is carried out automatically and in real-time without there ever being any action 
necessarily required by the user. 

Thus, it is seen that Fraccaroli discloses the claimed method for operating first and second 
mobile devices wherein each mobile user (meeting the scope of the claimed first and second mobile 
devices) performs a transmission to a server including a profile (which meets the scope of the 
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claimed performing a network transmission to specify one or more conditions for a location relevant 
service to be performed by the server when the condition is met) and each mobile user also provides 
position to the server via a network-based, mobile-based or hybrid base method (meeting the scope 
of performing a network transmission of the location of the first mobile device), and wherein the 
server upon matching the profiles of users including location, time, characteristics, etc, pushes the 
information to the mobile device(s) (meeting the scope of the claimed server determining whether 
conditions are met and pushing the information to the second mobile device). Since any mobile 
handset is capable of being transported by a vehicle, and Fraccaroli teach traveling to other cities, 
use in a vehicle is anticipated. 

Applicants argue that the prior art fails to suggest use by a user to set up a service on 
server (HQ computer of Bunn) to receive pushed information on a condition relevant to the location 
of a mobile device used by another user as defined by paragraph (1) of claim 146 and claim 155. 
Applicants allege patentability of claims 164 and 172 since the first mobile device is contained in a 
vehicle and the second is not contained in the same vehicle and also that a device not in a vehicle 
can be used to set up a service on a server to receive pushed information on a condition relevant to 
the location of the device in the vehicle. These arguments are not convincing in light of the newly 
cited reference to Fraccaroli that clearly shows setting up a respective service using a matching 
profile on a server, sending positional data to the server for respective users, and determining at the 
server a matching condition on the basis of the relative positions, i.e. within predetermined 
proximity, and profile characteristics, automatically sends a message to the appropriate user. 
Matching parameters allow the user to specify constraints to the profile parameters. The 
communication link directly between the mobile users meets the scope of the claimed first 
communication link whereas the communication link between the respective mobile users and the 
transmission network meets the scope of the second communication link. 
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3. Claims 146-150, 152-159, 161-168, 170-176, 178 and 179 are rejected under 35 
U.S.C. 102(e) as being anticipated by Buckham et al. 

Buckham et al disclose a server node (170), a wireless network (160), a mobile client (140) 
and mobile resources (110, 120). The mobile client, which reads on the claimed second mobile 
device, and mobile resources, which read on the claimed first mobile device, communicate via a 
conventional wireless network (160). Each of the mobile resources, which may comprise a PDA, 
wireless telephone or laptop computer, provides its location (location relevant information) to the 
server. The mobile client, exemplified by a dispatcher or fleet manager or a traveler locating local 
services, sends a message to the server requesting mapping and marker information. The marker 
information, which may take the form of mobile resource device (claimed first mobile device) 
locations, may be updated on demand or in response to other events such as crossing a defined 
boundary. Alternatively, the need for additional mapping information may be triggered by a variety 
of events including a selected mobile resource traveling outside of the boundaries of the previously 
transmitted mapping information. Moreover, the mobile client may set various monitoring 
parameters including polling frequency or triggering events (col. 1 1). Based on the parameters, the 
server will receive the mobile resource positions for the identified resources and transmit mapping 
information with respect thereto. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 151, 160, 169, and 177 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Buckham et al in view of Bunn. 
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Buckham et al teach the subject matter substantially as claimed including event triggering of 
information but do not describe the event triggering in response to vehicle maintenance conditions. 
Bunn et al teach the conventionality of each of traffic conditions, operating conditions as well as 
maintenance conditions. As such it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify Buckham et al by including maintenance conditions as 
a triggering event in view of the conventionality of such as shown by Bunn et al. 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

7. Tanaka discloses a plurality of mobile users (2), such as a wireless mobile phone, PDA or 
laptop, that establish profiles in a server (5) database (6). The mobile users additional have means 
for determining position (1), such as a GPS receiver, as well as communications means via a mobile 
communications infrastructure (3). Each user creates and stores the profile (7) in the server 
database. Subsequently, a user submits a search request to the server with search criterion and 
has own position embedded therein. 

8. The prior art do not show the features of claims 136-145 wherein the passing of 
information between the mobile devices and the server includes the passing of information from one 
of the mobile devices through the other one of the mobile devices. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded 
of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .1 36(a) will be 



Application/Control Number: 09/599,053 



Page 6 



Art Unit: 3662 

calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Gregory C. Issing whose telephone number is 703-306-4156. The examiner 
can normally be reached on Monday - Thursday 6:00 AM- 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Thomas Tarcza can be reached on 703-306-41 71 . The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished applications 
is available through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). ^ 
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